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Chapter I:
Introduction

Trademark registration in China adopts a first-to-file principle, that is, "first
come, first served" Meanwhile, under certain conditions, some level of
protection is given to earlier-used trademarks. For instance, a trademark
that has been used earlier and has produced certain influence in the mar-
ket and an unregistered trademark that constitutes a well-known trade-
mark can be used as a ground for an opposition or invalidation, a trade-
mark owner can prevent his/her representative or agent from squatting
his/her trademark, and a right holder of an earlier-used trademark can
prevent trademark squatting of other parties on the grounds of contracts,
business dealings or other relationships.

In recent years, with the increasing number of trademark applications
and registrations in China, in order to reduce the idle trademark resources
and combat trademark registrations in bad faith, CNIPA has paid more
and more attention to the requirements for trademark use. An important
aspect of the revision of China's Trademark Law in 2019 is to emphasize
that the purpose of trademark application for registration should be to use.

In terms of combating trademark registration in bad faith , CNIPA has tak-

en various measures.

First, to improve relevant laws and regulations. In the revision of Chinese
Trademark Law in 2019, the procedure of combating hoarding of trade-
mark application in bad faith was moved forward to the examination
stage of registration applications, and registrations in bad faith that are
not for use purpose can be directly refused. In addition, the State Admin-
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istration of Market Regulation has formulated and published Provisions
on Regulating Trademark Application for Registration, which was imple-
mented on December 1, 2019 and made specific provisions on the judge-
ment and punishment of trademark registrations in bad faith.

Second, to carry out accurate identification. A trademark examination
guiding thesaurus is set to cover a number of socially sensitive words,
important persons’ names, etc., and combined with human judgment, to
accurately identify bad-faith trademark registration in examination.

Third, to organize specific actions. CNIPA has carried out special actions
against bad- faith trademark registrations for several times, focusing on
combating a variety of bad-faith trademark registration situations, includ-
ing squatting other parties’ trademarks with high reputation or strong
distinctiveness or other business signs in bad faith.

CNIPA also punished bad-faith registrants and gave positive guidance to
the public by exposing typical cases, illegal individuals, enterprises and
agencies, to create a favourable legal environment, market environment

and social environment for intellectual property right protection, in



which all kinds of market players may compete fairly, carry out innova-
tion and consciously resist bad-faith trademark registrations.

In terms of trademark protection, China adopts a dual-track of both ad-
ministrative and judicial protection mechanism to provide comprehen-
sive protection to right holders. The Trademark Law revised in 2019 has
increased statutory damages for trademark infringement from RMB 3
million yuan to RMB 5 million yuan. For bad-faith infringement upon a
trademark right which involves serious circumstances, punitive damages
can be claimed, which was already added when the Trademark Law was
revised in 2013.

China's trademark protection system is built on the Trademark Law and a
series of trademark regulations and rules, which provides strong protec-
tion for trademarks. This document will focus on the registration-based
trademark legal protection system in China.

v ~ -
o R/ . i Ny T
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Chapter II:
Trademark-Related Laws and Authorities
in China

(I) Main laws and regulations related to trademarks

The basic and most important law for trademark registration and protection
in China is the Trademark Law of the People’s Republic of China (Trademark
Law) as well as the Implementing Regulations for the Trademark Law of the
People’'s Republic of China (Implementing Regulations). Meanwhile, China is a
contracting party of Madrid Agreement Concerning the International Regis-
tration of Marks and Protocol Relating to the Madrid Agreement Concerning

the International Registration of Marks.

(II) Authorities related to trademark right granting, confirma-
tion and protection

The China National Intellectual Property Administration (CNIPA) is the sole
administrative authority to receive and examine trademark right granting
and confirmation cases in China. The Trademark Office under CNIPA is re-
sponsible for the specific work of conducting trademark registration examina-

tion, making review and adjudication decisions, etc.

If the concerned party is dissatisfied with a trademark review and adjudica-
tion decision of CNIPA, he or she may initiate an administrative lawsuit before
the people’s court in accordance with the law. In such proceedings, CNIPA
is the defendant, and the opposite party, if any, is a third party. According to
the Provisions of the Supreme People’s Court on the Jurisdictions over Cases

by Intellectual Property Courts in Beijing, Shanghai and Guangzhou, admin-
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istrative lawsuit cases against the adjudication or decision of CNIPA on the
granting and confirmation of trademark rights shall be under the exclusive
jurisdiction of the Beijing Intellectual Property Court, so Beijing Intellectual
Property Court is the sole competent court of the first instance of such cases,
and the appellate court is the higher-level court above Beijing Intellectual

Property Court, that is, Beijing High People’s Court.

China’s trademark right protection adopts an administrative-and-judicial-du-
al-track system. In the case of trademark infringement, a right holder may
seek administrative protection from an administrative authority or seek judi-
cial protection from a judicial authority such as a court. In judicial protection,
the infringer shall, in addition to the civil and administrative liability, be sub-
ject to criminal liability in case of a crime. Please refer to Chapter XII for more

detailed information.

Protection Competent authority

Administrative | 1. Local administrations for market regulation at all levels
protection 2. Customs of all localities throughout China

Judicial

. People's courts and other judicial authorities
protection




Chapter III:
Basic Information on Trademark
Registration System in China

(I) Ways for a foreign applicant to register a trademark in China

There are two ways for a foreign applicant to register a trademark in China.

An applicant may directly file an application for trademark registration
with CNIPA. A foreign applicant having no habitual residence or a foreign
enterprise having no establishment in China shall entrust a legally-estab-
lished trademark agency registered with CNIPA to apply for trademark
registrations and handle other trademark-related matters in China. The
list of trademark agencies recorded in CNIPA can be viewed on the official
website of the Trademark Office of CNIPA (http://sbj.cnipa.gov.cn/sbdl/).

An eligible applicant may also file, with the World Intellectual Property
Organization (WIPQ), an application for territorial extension of Madrid
international trademark registrations, that is, an international registration
designating or subsequently designating China. Please see details relating
to international registrations at WIPO’s website (www.wipo.int) and the
website of the Trademark Office of CNIPA (http://sbj.cnipa.gov.cn/gjzc/).

(II) Eligibility of trademark applicants

Any individual, legal person or other organization can apply to CNIPA for
trademark registrations, separately or jointly. In the case of a joint applica-
tion, all applicants jointly enjoy and exercise the exclusive right to use the
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trademark.

(IIT) First-to-file principle

In China, use is not a precondition for trademark application or registra-
tion. The first to file gets registered. However, under certain conditions,
some level of protection is given to earlier-used trademarks, such as a
trademark that has been used earlier and has produced a certain influ-
ence, or an unregistered well-known trademark.

(IV) Priority

According to the Trademark Law, trademark applicants can enjoy a right
of priority when applying for trademark registrations in China under two

circumstances:

Any applicant for the registration of a trademark in China who has pre-
viously duly filed an application to register the identical trademark in
connection with the same goods in a foreign country may enjoy a right
of priority in accordance with any agreement concluded between the
People’s Republic of China and the foreign country concerned, or with the
international treaty to which both countries are parities, or on the basis of
the principle of reciprocity, provided that the application in China is filed
within six months from the date on which the application was first filed in
the foreign country.

Any applicant who uses a trademark for the first time on goods displayed
at an international exhibition sponsored or recognized by the Chinese
government, may claim the right of priority, provided that the application

-7-



in China is filed within six months from the date of the exhibition.

(V) Types of trademarks

Subject to Article 8 of the Trademark Law, any signs, including words, de-
vices, letters, numerals, three-dimensional symbols, color combinations,
sound etc., or any combination of the above elements that are capable of
distinguishing the goods of a natural person, legal person or other organi-
zation from those of others, may be applied for registration as trademarks.

Subject to Article 3 of the Trademark Law, registered trademarks refer to
marks that are registered with the approval of CNIPA, including goods
trademarks and service trademarks, collective trademarks and certifica-

tion trademarks.

Collective trademark and certification trademark

A collective trademark refers to a trademark which is registered in the
name of a group, an association, or any other organization and to be used
by its members in their commercial activities to indicate their member-
ship. A certification trademark refers to a trademark which is controlled
by an organization capable of supervising a particular type of goods or
services which is used in respect of goods or services by other organi-
zations or individuals who do not belong to the said organization with a
view to certifying the origin, raw material, mode of manufacture of goods
or performance of services, quality or other characteristics of the goods or

services.

Geographical indications registered as certification trademarks / collective
trademarks

The Trademark Law and its Implementing Regulations also provide regis-
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tration protection mechanisms for geographical indications (GIs). GIs may

be registered as certification trademarks or collective trademarks.

The types of trademarks are classified below according to different criteria

in the form of a graph:

1. According to the constituent
elements

2. According to the use

3. According to the nature

Word trademarks (including characters, letters, numerals, etc.)

Figurative trademarks

Color combination trademarks

Three-dimensional symbol trademarks
(also known as "3D trademarks")

Sound trademarks

Combined trademarks composed of different elements

Goods trademarks

Service trademarks

Common trademarks

Certification trademarks
(including GIs registered as certification trademarks)

Collective trademarks
(including GIs registered as collective trademarks)



(VI) Signs which shall not be used as trademarks

Subject to Article 10 of the Trademark Law, the following signs shall not
be used as trademarks:

1. Those identical with or similar to the State name, national flag, national
emblem, national anthem, military flag, military emblem, military an-
them, or decorations etc., of the People’s Republic of China; and those iden-
tical with the names or symbols of the Central State government organiza-
tions, or with the names of the particular venues, where the Central State
government organizations are located, or with the names or graphs of the
symbolic buildings of the Central State government organizations;

2. Those identical with or similar to the State name, national flags, nation-
al emblems or military flags etc., of foreign countries, unless consent has
been given by the government of the relevant country;

3. Those identical with or similar to the names, flags or emblems, etc., of
international intergovernmental organizations, unless consent has been

given by the relevant organization or the public is not likely to be misled

by such use;

4. Those identical with or similar to official signs or hallmarks indicating

control and warranty, unless authorization has been given;

5. Those identical with or similar to symbols or names of the Red Cross or
the Red Crescent;

6. Those having the nature of discrimination against any nationality;

7. Those having the nature of fraud, which is likely to mislead the public
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in terms of the features such as the quality of the goods, or the places of

origins; and

8. Those detrimental to socialist morality or customs, or having other un-
healthy influences.

The geographical names of the administrative divisions at or above the
county level or the foreign geographical names well-known to the public
shall not be used as trademarks, but such geographical names as have
otherwise meanings or as an element of a collective trademark or a certi-
fication trademark shall be exclusive. Where a trademark using any of the
above-mentioned geographical name has been approved and registered, it

shall remain valid.
(VII) Signs which shall not be registered as trademarks
Subject to Article 11 of the Trademark Law, the following signs shall not be

registered as trademarks:

1. those which consist exclusively of the generic names, designs or models
of the goods in respect of which the trademark is used;

2. those which consist exclusively of elements directly indicating the qual-
ity, primary raw materials, functions, intended purpose, weight, quantity
or other characteristics of the goods; and

3. Other signs which are devoid of any distinctive character.
Any sign mentioned in the preceding paragraph may be registered as a

trademark where it has acquired distinctiveness through use and become
easily distinguishable.
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In addition, subject to Article 12 of the Trademark Law, where a three-di-
mensional symbol is applied for registration of a trademark, it shall not be
registered if it consists exclusively of the shape which results from the nature
of the goods themselves, the shape of goods which is necessary to obtain a

technical result, or the shape which gives substantial value to the goods.

(VIII) Classification of goods and services

China is a member state of the Nice Union and adopts the Nice Agreement
Concerning the International Classification of Goods and Services for the
Purposes of the Registration of Marks (the Nice Classification). The current
Nice Classification divides goods and services into 45 classes, including
classes 1-34 for goods and classes 35-45 for services. Based on the Nice
Classification, CNIPA also adds terms of goods and services commonly
used in China and further divides each class into subclasses of similarity,
thus formulating the Classification Table of Similar Goods and Services (the
Classification Table).

The Nice Classification is revised once a year, and the Classification Table
is adjusted accordingly. In addition, with the advances in science and tech-
nologies, CNIPA also revises the Classification Table every year. The Clas-
sification Table is a very useful tool and reference for filing and examining
the trademark registration applications.

(IX) Means for filing a trademark application

An applicant may file a trademark application with CNIPA either electroni-
cally or in paper form. Because of the convenience and efficiency of electronic
filing, it becomes the predominant way of trademark applications.

(X) Process diagram of trademark registration in China
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Process Diagram of Trademark Registration

Direct national application

File an application

Formality examination

Conform or
not

Amend within a time limit Not accepted

Substantive
examination

Not accepted

Reviewor
not

Refusal

Partial refusal

_ Publication of the
part approved Totally refused Trademark
deletion

Opposition Partially not

Registration publication Review
ornot

Publication of
regeneration for

€ llation
ancellatio Nevocation approved part

Trademark
deletion

Deletion of .
Review or

trademark or PP not Review or
partial goods not

Deletion of

Review of revocation trademark or
partial goods
h 4 4

Invalidation Review of ]
(request based) Sacrife e Review of not [JReview of refusal
being registered

Trademark adjudication and
review

Dissatisfied with the
decision

Beijing Intellectual Property Court

Beijing High People’s Court
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Chapter IV:
Examination, Review of Refusal,
Opposition and Registration

(I) Examination of trademark registration application

The examination of trademark registration application is divided into two
stages: formality examination and substantive examination. Please refer
to the flowchart below for details:

Examination Process of Trademark

Application filed with CNIPA

Formality
examination

Not conform Basically conform

Not accepted
Conform Amend within a time limit

l

Payment notification
issuance Conform or not

Conform

Not conform

Pay in full and in time

Overdue
nsufficient payment 7 ek amess

Not conform

Substantive
examination

Refusal process Conform

Preliminary approval

publication
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Formality examination mainly includes:

(1) Whether the applicant has the subject qualification to apply for the reg-
istration of a trademark;

(2) Whether the filling-in of the application form and the trademark repro-
duction meet the requirements, whether the classification of goods or ser-
vices is correct, and whether the terms of goods or services are acceptable;
(3) Whether a legally established trademark agency has been used where
required, whether the power of attorney is filed in accordance with the
requirements;

(4) Whether the supporting documents required are complete;

(5) Whether the official fees are paid in full and in time.

If the application formalities are complete, the application documents are
filled in as required, and the fees are paid in full and in time, CNIPA shall
accept the application; if the application formalities are not complete, the
application documents are not filled in as required, or the applicant fails
to pay the official fees, CNIPA shall not accept the application; if the ap-
plication formalities are basically complete or the application documents
are basically in compliance with the provisions, but there is a need for
supplements or amendments, CNIPA shall notify the applicant to make
supplements or amendments as required within the time limit; if the sup-
plements or amendments are not made or not made as required within
the time limit, CNIPA shall refuse to accept such application.

Substantive examination includes examination based on absolute grounds

and examination based on relative grounds, mainly as follows:
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Absolute grounds

(1) Whether the sign violates the prohibitory provisions of the Trademark
Law;

(2) Whether the sign has acceptable constituent elements with distinctive-
ness;

(3) Whether the three-dimensional symbol has functionality;

(4) Whether the application is filed with bad faith and not for the purpose
of use;

(5) Whether the classes and services applied is for relevant agency ser-
vices, if the applicant is a trademark agency.

Relative grounds

(6) Whether the sign is identical with or similar to an earlier trademark in
respect of the same or similar goods/services applied or registered by oth-
ers.

3. Examination period

Subject to Article 28 of the Trademark Law, CNIPA shall complete the ex-
amination of a trademark registration application within 9 months from
the date of receiving the application. Since 2021, the average examination

-16 -



period for a trademark registration application is shortened to 4 months.

There are three possible results for the substantive examination, those are,
preliminary approval, partial refusal and total refusal.

(1) Preliminary approval

Where a trademark application complies with the relevant provisions of
the Trademark Law, it will be preliminarily approved and published for
3 months, during which a third party may file an opposition against it. If
no opposition is filed upon expiry of the publication period, CNIPA will
approve the registration of the trademark, issue an electronic registration
certificate and publish such registration.

(2) Partial refusal and total refusal

If it is found that the trademark application partially or totally does not
comply with the provisions of the Trademark Law after substantive ex-
amination, the trademark application will be partially or totally refused.
If the applicant is dissatisfied with the refusal, a review of refusal can be
requested within a time limit. If no review of refusal is requested within
the time limit, the refusal by CNIPA takes effect. Where an application is
partially refused, the approved part will be preliminarily approved and
published for 3 months, during which a third party may file an opposition.
If no opposition is filed upon expiry of the publication period, CNIPA will
approve the registration of the trademark, issue an electronic registration
certificate and publish such registration.

For an international trademark registration designating China, CNIPA
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shall examine it within the period of refusal as required in the Protocol
Relating to the Madrid Agreement Concerning the International Registra-
tion of Marks. If CNIPA fails to issue a notification of refusal or partial re-
fusal within the period of refusal, the application for territorial extension
shall be considered approved.

The period of refusal shall be calculated from the date when WIPO noti-
fies CNIPA of the international registration. Designations originated from
a pure Protocol contracting party shall be refused within 18 months from
the date of notification and those originating from other contracting par-
ties shall be refused within 12 months from the date of notification.

The examination criteria and approval conditions for an international
registration are the same as those for direct Chinese national applications,
but in addition to the aforementioned grounds for refusal, the provision-
al refusal for international registrations may also base on the following
grounds:

(1) The designated goods or services are wrongly classified;

(2) The designated goods or services terms are not acceptable according to
Chinese laws;

(3) For the applications for trademark registration of three-dimensional
symbols, color combinations and sound marks, relevant documents such
as trademark descriptions and instructions for use fail to be submitted
within the time limit;

(4) For collective trademark and certification trademark applications, use
rules and other relevant documents fail to be submitted within the time
limit.

(IT) Review of trademark refusal
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Subject to Article 34 of the Trademark Law, where an application is
refused and the applicant is dissatisfied with the refusal, a review ap-
plication may be filed within 15 days from receipt of the refusal notifi-
cation. If the refusal notification is issued by CNIPA electronically, the
applicant may file an application for review of refusal within 30 days
from the date of electronic issuance, of which 15 days is regarded as
the delivery time. If the applicant intends to supplement relevant doc-
uments and evidence after the review request is filed, such documents
and evidence shall be submitted within 3 months from the date on

which the review is filed.

Subject to Article 34 of the Trademark Law, CNIPA shall make a decision
on a review of refusal within 9 months from the date of receiving the ap-
plication. Where it is necessary under special circumstance, the time limit
can be extended for a further 3 months upon approval. As of June 2022,
the average examination time for a review of refusal has been shortened
to approximately 6 months.

There are three possible results on a review of refusal, i.e., preliminary ap-
proval, total refusal and partial refusal.

Where the applicant is dissatisfied with the decision on review of refusal,
an administrative lawsuit may be brought to Beijing Intellectual Property
Court within 30 days from the receipt of the decision. If no lawsuit is filed
within the time limit, the decision will take effect.

Please refer to the below flowchart for the process of review of refusal:
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Application for Review of refusal filed

Examination

|

Partial refusal L]

Accepted,
Preliminary approval
publication < —] Not accepted

First instance: Beijing IP Court
Registration publication
Second instance: Beijing High People’s Court

Preliminarily approved

4. Division

If an application for trademark registration is partially refused and the
applicant files an application for review of refusal, the preliminarily ap-
proved part of the application may be divided into another application,
which preserves the application date of the original application. The time
limit for filing the application for division is the same as that for filing the
application for review of refusal. A new application number is generated
for the preliminarily approved part, which will be published by CNIPA.
The part entering the review of refusal continues to use the original appli-
cation number.

(IIT) Trademark opposition

Subject to Article 33 of the Trademark Law, for a preliminarily approved
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trademark, if a holder of prior right or an interested party holds that the
trademark published upon preliminary examination violates Articles 13
(the 2nd and 3rd paragraphs), 15, 16 (the 1st paragraph), 30, 31 and 32 of the
Trademark Law, or any person holds that the trademark violates Articles
4,10, 11, 12 and 19 of (the 4th paragraph) of the Trademark Law, he or she
may file an opposition with CNIPA within 3 months from the date of pub-
lication.

Please refer to the below flowchart for the process of trademark opposi-
tion:

Opposition application filed

Application accepted and the
respondent responded

Opposition decision made

\4 l
All approved for registration Partial refusal Total refusal

Not accepted,
Registration publication R e *

Review of opposition

Only respondent is
entitled to start such

procedures !

First instance: Beijing IP Court

Second instance: Beijing High People's Court
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The time limit for filing an opposition against a national trademark appli-
cation is 3 months from the day following the publication date of prelimi-
nary approval of the opposed trademark.

Where an opposition is filed against an international trademark registra-
tion designating China, the time limit for filing the opposition is 3 months
from the 1st day of the month following the month indicated on the publi-
cation of the International Registration Gazette by WIPO..

Subject to Article 35 of the Trademark Law, where an opposition is filed
against the trademark published after preliminary examination, CNIPA
shall make a decision on whether or not to approve the application for
registration of the trademark within 12 months from the expiry date of
the publication period. Where it is necessary under special circumstance,
the time limit can be extended a further 6 months for examination upon

approval.

The Trademark Law clearly defines the scope of opposition grounds, and
divides them into absolute grounds and relative grounds.

(1) Absolute grounds include:

(@ Article 4 of the Trademark Law: a bad-faith application for trademark
registration not filed for the purpose of use;

@ Article 10 of the Trademark Law: signs that shall not be used as a trade-
mark;

() Article 11 of the Trademark Law: signs devoid of any distinctive charac-
ter shall not be registered as a trademark;

@ Article 12 of the Trademark Law: three-dimensional symbols that are
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functional shall not be registered as a trademark;

® Article 19 (the 4th paragraph) of the Trademark Law: a trademark agen-
cy shall not apply for any trademark on goods/services other than agency
services.

(2) Relative grounds include:

@ Article 13 (the 2nd and 3rd paragraphs) of the Trademark Law: infring-
ing upon others’ prior well-known trademarks;

@ Article 15 of the Trademark Law: squatting a trademark of another
person for whom the applicant acts as the representative or agent or with
whom the applicant has other business relationship;

(® Article 16 (the 1st paragraph) of the Trademark Law: infringing upon
others’ prior geographical indications;

@ Articles 30 & 31 of the Trademark Law: registering a trademark iden-
tical with or similar to others’ prior trademarks on the same or similar
goods/services;

® Article 32 (first part) of the Trademark Law: infringing upon existing
prior rights of others’ other than trademark rights, such as prior trade
name rights, name rights, portrait rights, copyrights, and design rights,
etc,

® Article 32 (second part) of the Trademark Law: registering a trademark
identical with or similar to others’ trademarks that have been used and
obtained a certain influence already before its application on the same or
similar goods/services.

For absolute grounds, the opponent can be any person, including a natural
person, a legal person or other organizations. For relative grounds, the op-
ponent shall be a holder of prior rights or an interested party.
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(1) Formality examination

The formality examination of an opposition mainly includes the following
issues:

(D Whether there is a definite opposed trademark;

2 Whether the opposition is filed within the statutory time limit;

(3 Whether the opponent is qualified;

@ Whether the opposition application has clear opposition grounds, facts
and legal basis;

(® Whether the formal requirements of opposition application documents
by the legal provisions are complied with;

(©® Whether the official fees are paid in full and in time.

If the opposition meets the requirements for acceptance, it shall be accept-
ed and an official acceptance notification will be issued. CNIPA shall not
accept an application for opposition which falls within the following cir-
cumstances:

(D Not filed within the statutory time limit;

@ The opponent is not qualified;

(3 No clear opposition grounds, facts or legal basis;

@ The same opponent has already filed an opposition against the same
trademark on the same grounds, facts and legal basis.

(2) Substantive examination

Substantive examination of trademark opposition mainly focuses on the
opposition grounds, facts and legal basis, as well as relevant evidence doc-
uments.

Possible results of opposition examination include:

@ If the opposition grounds are not established, CNIPA will make a deci-
sion of approval of registration, issue an electronic trademark registration
certificate and make a publication thereon. Where the opponent is dis-
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satisfied with the decision, he or she may request for invalidation of the
trademark after it is published for registration.

@ If the opposition grounds are established, CNIPA will make a decision of
disapproval of registration. Where the opposed party is dissatisfied with
the decision, he or she may file a review request against the decision to
disapprove the registration within 15 days from the date of receipt of the
decision.

® If the opposition grounds are partially established, CNIPA will make
a decision of partial disapproval of registration. Where the opposed
party is dissatisfied with the decision, he or she may file a review re-
quest for opposition within 15 days from the date of receipt of the de-
cision. Where the opponent is dissatisfied with the decision, he or she
may request for invalidation of the registered trademark after it is pub-

lished for registration.

(IV) Registration publication

For a preliminarily approved trademark, if no opposition is filed upon ex-
piry of the 3-month publication period, or the opposition reasons are not
supported after examination, CNIPA will approve the registration of the
trademark application, issue the electronic registration certificate and pub-
lish the registration.

(V) Peirod of validity of a registered trademark

The period of validity of a registered trademark is 10 years from the
date of approval for registration. For a trademark approved for registra-
tion after the opposition decision, the 10-year period shall start from
the expiry date of 3 months after the publication of preliminary ap-

proval.
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Chapter V:
Disposition and Maintenance of Trademark Rights

(I) Modification

Subject to Article 41 of the Trademark Law, where the name or address
of the registrant or other registration matters of the registration needs to
be modified, an application for modification shall be filed. The trademark
under application may also be modified. The following matters of a trade-
mark may be modified:

(1) Name of the trademark applicant/registrant;

(2) Address of the trademark applicant/registrant;

(3) Rules on the administration of use of a collective or certification trade-
mark;

(4) Member list of a collective trademark;

(5) Trademark agency or domestic receiver for documents;

(6) Deletion of item(s) of goods/services.

Subject to Article 30 of the Implementing Regulations, where the name or
address of a trademark applicant/registrant is modified, the modification
in respect of all the registered trademarks of the trademark registrant
shall be made all together; where the modification is not made all together,
CNIPA shall notify the trademark applicant/registrant to do so within a
specified time limit; where the applicant/registrant fails to do as required
at the expiration of the time limit, the application for modification is con-
sidered abandoned.

Where an application for modification is approved, CNIPA shall issue a
modification certification to the trademark applicant/registrant and pub-
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lish the same.

(IT) Assignment and transfer

Both trademarks pending in application and registered can be assigned
and transferred.

Subject to Article 42 of the Trademark Law and Article 31 of the Imple-
menting Regulations, to assign a registered trademark, the assignor and
the assignee shall sign an agreement of assignment and jointly file an
application of assignment with CNIPA. All of the identical or similar trade-
marks registered in name of the assignor on the same or similar goods/ser-
vices shall be assigned concurrently; where such registered trademarks
are not assigned concurrently, CNIPA shall notify the assignor and the
assignee to do so within a specified time limit; where the parties fail to do
as required within the time limit, the application for assignment shall be
considered abandoned. The assignee shall enjoy the exclusive right of the
trademark from the publication date of the assignment. Subject to Article
32 of the Implementing Regulations, where a trademark is transferred for
inheritance or any other reasons other than assignment, the party acquir-
ing the trademark shall undergo the procedure for the transfer with CNI-
PA on the basis of the relevant certification or legal document. All identi-
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cal or similar registered trademarks on the same or similar goods/services
of the right holder shall be transferred concurrently; otherwise, CNIPA
shall notify the applicant to do so within a prescribed time limit; and if the
applicant fails to do so, the application for transfer of the registered trade-
mark shall be considered abandoned. If an application for transfer of a
registered trademark is approved, it shall be published, and the party who
accepts the transfer of the exclusive right to use the registered trademark
shall enjoy the exclusive right to the trademark from the publication date
of the transfer.

(III) Recordal of licence

Subiject to Article 43 of the Trademark Law, a trademark registrant may,
by signing a trademark licence agreement, authorize other parties to use
his registered trademark. The licensor shall supervise the quality of the
goods/services in connection with which the licensee uses his registered
trademark and the licensee shall guarantee the quality of the goods/ser-
vices in respect of which the registered trademark is used. Where a party
is licensed to use another party’s registered trademark, the name of the
licensee and the origin of the goods shall be indicated on the goods that
bear the registered trademark. Where a party is licensed to use another
party’s registered trademark, the licensor shall record the licence with
CNIPA. CNIPA shall publish the licence. A trademark licence without re-
cordal with CNIPA cannot be used against a bona fide third party.

There are mainly the following three types of trademark licences in China:
(1) exclusive licence, wherein the trademark registrant licenses his reg-
istered trademark to only one licensee for use within the agreed period,
territory and in an agreed manner, and the trademark registrant himself
shall also not use the registered trademark according to the agreement;
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(2) sole licence, wherein the trademark registrant licenses his registered
trademark to only one licensee for use within the agreed period, territory
and in an agreed manner, but the trademark registrant himself can use
the registered trademark according to the agreement; and

(3) ordinary licence, wherein the trademark registrant licenses an unlimit-
ed number of licensees to use his registered trademark within the agreed
period, territory and in an agreed manner and the trademark registrant
himself can also use the registered trademark.

Once CNIPA approves the trademark licence recordal, a publication will
be made. The following particulars will be published: information of the
licensed trademark, name of the licensee, licence period, and licensed
goods/services. The licence period shall not be longer than the term of va-
lidity of the licensed trademark.

(IV) Recordal of pledge on exclusive trademark rights

A trademark registrant, as a debtor or guarantor, can pledge his registered
trademark which can be assigned as a debt guarantee. According to the
law, where a registered trademark is pledged, the pledgor and the pledgee
shall sign a written contract and jointly file the recordal application of the
pledge with CNIPA; the trademark registrant shall pledge the identical
or similar trademarks registered on the same or similar goods/services
all together; and the pledge period shall not exceed the valid term of the
pledged trademark.

If the documents for a pledge recordal application are complete and meet
the requirements, CNIPA will accept the application. The date of accep-
tance is the date of recordal. CNIPA shall issue the Pledge Recordal Certifi-
cate of Exclusive Right to Use Trademark to both parties within 2 working
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days from the date of recordal. The CNIPA shall make the information of
the pledge recordal available to the public.

(V) Cancellation of a registered trademark

After a trademark is approved for registration, where the trademark reg-
istrant wishes to cancel the registered trademark in full or on part of the
designated goods/services, an application for cancellation of the trade-
mark should be filed with CNIPA. Where the cancellation is approved by
CNIPA, the exclusive right of the registered trademark or the validity of
the exclusive right of the registered trademark on goods or services on
which the trademark is cancelled shall be terminated as of the date when
CNIPA receives the application for cancellation.

Where an application for cancellation of a registered trademark is ap-
proved, CNIPA shall issue a Notification of Approval of cancellation and
publish the cancellation; and where the cancellation only approved on
part of the designated goods/services, CNIPA shall issue a new Trademark
Registration Certificate.

(VI) Renewal

Where the registrant intends to continue to use the registered trademark
beyond the 10-year valid term, an application to renew the registration
shall be made within 12 months prior to the date of expiration. Where no
application for renewal is filed within the 12-month period, a grace period
of 6 months is allowed. A trademark registration may be renewed for a pe-
riod of ten years each time. CNIPA shall, upon approval the renewal appli-
cation of the registered trademark, issue a renewal certificate and publish
the renewal. If no application for renewal is filed at the expiration of the
grace period, the registered trademark shall be removed from the register.
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Chapter VI:
Revocation and Invalidation of
a Registered Trademark

(I) Revocation of a registered trademark

(1) Grounds for ex officio revocation: if the registered trademark, the name
and address of the registrant, or other registered items are modified by the
registrant itself, CNIPA shall ask the registrant to make corrections within
a time limit; if no correction is made within the time limit, CNIPA shall re-
voke the registered trademark;

(2) Grounds for revocation upon request : If a registered trademark has
become a generic name of its designated goods or has not been used for
3 consecutive years after registration without justifiable reasons, any or-
ganization or individual may request CNIPA to make a decision to revoke
it. After accepting the application, CNIPA will notify the trademark reg-
istrant to respond within 2 months upon receipt of the notification from
CNIPA, or submit use evidence to prove the use of the trademark before
the revocation application is filed, or explain the justifiable reasons for
non-use. It shall be noted that this period is fixed and cannot be extended,;
and CNIPA shall revoke the registered trademark if the trademark regis-
trant fails to respond or provide use evidence within the time limit or if
the response is not acceptable, or if the provided evidence is invalid and
there is no justifiable reasons for non-use.

CNIPA shall make a decision within 9 months from the date of receiving a
revocation application. Where it is necessary under special circumstance,

-31-



the time limit can be extended for a further 3 months upon approval.

3. Review of revocation
Any party dissatisfied with the revocation decision may file a review with
CNIPA within 15 days from the date of receiving the decision.

4. Legal effect of revocation

The revocation of a registered trademark shall be published by CNIPA,
and the exclusive right of the registered trademark shall be terminated
from the date of publication.

(II) Invalidation of a registered trademark

Invalidation of a registered trademark means that CNIPA declares a regis-
tered trademark which violates relevant provisions of the Trademark Law
invalid ex officio or upon request. This procedure is a way to eliminate
trademark rights. The amount of invalidation by CNIPA ex officio is rela-
tively small, thus this part mainly introduces the invalidation procedure

upon request.

Please refer to the below flowchart for the process of trademark invalida-

tion upon request:
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Invalidation request filed

Invalidation request accepted
and registrant responded

Invalidation requester to cross
examine registrant’s response

Invalidation decision made

A
Partially invalidated

Any party may appeal to court i[l

Registration maintained otally invalidated

dissatisfied with the decision

First instance: Beijing IP Court

Second instance: Beijing High People’s Court

1. Time limit for filing an invalidation
For a registered trademark that violates absolute grounds, CNIPA or the
applicant may start an invalidation action against the registered trade-

mark at any time after the trademark is registered.

For a registered trademark that violates relative grounds, a holder of prior
rights or an interested party may request CNIPA to declare invalidation of
the registered trademark within 5 years from the date of trademark regis-
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tration. Where the registration was obtained in bad faith, the owner of a
well-known trademark shall not be bound by the 5-year limitation.

CNIPA shall, within 12 months from the date of receipt of the request,
make a decision on the invalidation of the trademark and notify the
concerned parties in writing. Where it is necessary under special cir-
cumstance, the time limit for examination can be extended for another 6

months upon approval.

The grounds for invalidation are substantially the same as those for oppo-
sition, and can be divided into absolute grounds and relative grounds.

(1) Absolute grounds include:

(D Article 4 of the Trademark Law: a bad-faith trademark registration not
filed for the purpose of use;

@) Article 10 of the Trademark Law: signs that shall not be used as a trade-
mark;

3 Article 11 of the Trademark Law: signs devoid of any distinctive charac-
ter and shall not be registered as a trademark;

@ Article 12 of the Trademark Law: three-dimensional symbols that are
functional shall not be registered as a trademark;

® Article 19 (the 4th paragraph) of the Trademark Law: a trademark agen-
cy shall not apply for any trademark on goods/services other than agency
services;

©® Article 44 of the Trademark Law: trademarks acquired by fraud or any
other unfair means.

(2) Relative grounds include:

@ Article 13 (the 2nd and 3rd paragraphs) of the Trademark Law: infring-

ing upon others’ prior well-known trademarks;
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@ Article 15 of the Trademark Law: squatting a trademark of a person for
whom the applicant acts as the representative or agent or with whom the
applicant has other business relationship;

® Article 16 (the 1st paragraph) of the Trademark Law: infringing upon
others’ prior geographical indications;

@ Articles 30 & 31 of the Trademark Law: registering trademarks identical
with or similar to others’ prior trademarks on same or similar goods/ser-
vices;

® Article 32 (first part) of the Trademark Law: infringing upon ex-
isting prior rights of others’ other than trademark right, such as pri-
or trade name rights, name rights, portrait rights, copyrights, design
rights, etc.;

® Article 32 (second part) of the Trademark Law: registering a trademark
identical with or similar to others’ trademarks that have been used and
obtained certain influence already before its application date on the same
or similar goods/services.

For absolute grounds, the invalidation applicant may be any person, in-
cluding a natural person, a legal person or other organizations. For relative
grounds, the invalidation applicant shall be a holder of prior rights or an
interested party.

(1) Formality examination

The formality examination of invalidation mainly includes the following
issues:

(D Whether there is a definite challenged trademark;

@ Whether it is filed within the statutory time limit for an invalidation
request;
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(3 Whether the subject qualification of the invalidation applicant com-
plies with the legal provisions;

@ Whether the request for invalidation has clear invalidation grounds,
facts and legal basis;

(® Whether the formal requirements of invalidation documents by the
legal provisions are complied with;

(® Whether the official fees are paid in full and in time.

If the invalidation meets the requirements for acceptance, it shall be ac-
cepted and an official acceptance notification will be issued. CNIPA shall
not accept an application for invalidation which falls within the following
circumstances:

(D Not filed within the statutory time limit;

@ The applicant of invalidation is not qualified;

(3 Beyond the examine scope of trademark invalidation;

@ Failing to pay the official fee for invalidation request.

(2) Substantive examination

Substantive examination of invalidation mainly includes the examination
on invalidation grounds, facts, legal basis and relevant evidence docu-
ments.

Possible results of invalidation examination include:

D In case that the grounds for invalidation are not established, CNIPA will
make a decision to maintain the registration. If the applicant is dissatisfied
with the decision, an administrative lawsuit may be brought to Beijing
Intellectual Property Court within 30 days from the date of receiving the
decision.

@ In case that the grounds for invalidation are established, CNIPA will
make a decision to invalidate the trademark. If the trademark registrant is
dissatisfied with the decision, an administrative lawsuit may be brought
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to Beijing Intellectual Property Court within 30 days from the date of re-
ceiving the decision.

®) In case that the grounds for invalidation are partially established, CNI-
PA will make a decision of partial invalidation. Any party, who is dissat-
isfied with the decision, may bring an administrative lawsuit to Beijing
Intellectual Property Court within 30 days from the date of receiving the
decision.

6. Legal effect of invalidation
The declaration of invalidation
of a registered trademark shall
be published by CNIPA, and
the exclusive right of the regis-
tered trademark shall be con-
sidered as non-existent from
the beginning.

The invalidation of a registered
trademark has no retrospec-
tive effect on a) the judgments,
adjudications and mediation
documents of trademark in-
fringement cases made and

executed by the People’s Court
prior to the date of invalidation
declaration, b) the decisions of trademark infringement cases made and
executed by intellectual property administrative authorities, and c) the
trademark assignment or licence contracts that have been performed.
However, compensation shall be paid for the damages caused to others
due to the bad faith of the trademark registrant.
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Chapter VII:
Trademark Infringement and Remedies

(I) Infringement act

According to the Trademark Law of the People’s Republic of China, the Im-
plementing Regulations of the Trademark Law of the People’s Republic of
China, the Interpretation of the Supreme People’s Court on Several Issues
Concerning the Application of Laws in the Trial of Trademark Civil Dis-
putes and the Annual Report of the Supreme People’'s Court on Intellectual
Property Cases, the following acts constitute infringement of the exclusive
right to use registered trademarks:

1. Using a trademark that is identical with a registered trademark on the
same goods/services without permission of the trademark registrant;

2. Using a trademark that is similar to a registered trademark on the same
goods/services, or using a trademark that is identical with or similar to a
registered trademark on similar goods/services without permission of the

trademark registrant, which easily causes confusion;
3. Selling goods infringing a registered trademark;

4. Counterfeiting, or manufacturing without permission, the representa-
tions of another person’s registered trademarks, or selling such represen-
tations;

5. Without the consent of the trademark registrant, altering the registered
trademark and putting the goods bearing such an altered trademark into
the market;
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6. Assisting another person to infringe a registered trademark and pro-
viding convenience for infringing the registered trademark. The act of
providing convenience includes providing storage, transportation, postal
service, printing, concealment, business site, online commodity trading
platform, etc.;

7. Acts causing other damages to others' registered trademark, including:
(1) Using any sign, which is identical with or similar to a registered trade-
mark of another person on the same or similar goods/services, as the des-
ignation or decoration of the goods/services for the purpose of misleading
the public.

(2) Prominently using the words, that are identical with or similar to a reg-
istered trademark of another person, as the name of one’s business entity
on identical or similar goods/services so that the relevant public is likely to
be misled.

(3) Reproducing, imitating or translating a registered well-known trade-
mark of another person or the major part thereof to use on non-identical
or dissimilar goods/services as a trademark for the purpose of misleading
the public so that the interests of the registrant of the well-known trade-
mark may be damaged.

(4) Registering, as a domain name, the words identical with or similar to
a registered trademark of another person and using the domain name to
carry out electronic commerce of relevant goods/services, which is liable

to cause mis-identification among the relevant public.

(5) Re-sale of genuine goods after modification: the re-sale of goods after
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they are sold through normal and legal commercial channels usually does
not constitute infringement. However, where the goods are substantially
changed in the re-sale process, resulting in a change in the connection be-
tween the goods and the source, and the continued use of the trademark
involved on the goods without fulfilling the obligation of reasonable noti-
fication to consumers will easily lead to confusion and damage the inter-
ests of the trademark owner, it shall constitute trademark infringement.

(6) Recycling activities that can lead to confusion and mis-identification:
recycling activities shall not damage the legitimate interests of another
person. Where the use of recycled containers fails to take reasonable mea-
sure to avoid harming the trademark right or other legitimate rights of
another person and is sufficient to cause confusion among consumers and
mis-identification about the source of goods or services, it may constitute
trademark infringement.

(7) Other acts that may cause damages to a registered trademark.

(II) Remedies available to trademark right holders

When encountering trademark infringement, the Trademark Law
gives the trademark registrant or an interested party a variety of
means to protect his rights, including both private remedies and public
remedies. Private remedies include warning letters, negotiation and
reconciliation, and so on. Public remedies include administrative and
judicial dual-track protection mechanisms. The administrative rem-
edies are provided by administrative authorities including the local
Administration of Market Regulation and the local Customs and the
judicial remedies provided by judicial authorities include civil litigation

and criminal litigation.
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(III) Warning letter

When an infringement act is discovered, the trademark registrant or an
interested party may send a warning letter to the infringer and request
him to cease the infringement immediately.

In practice, a warning letter is often a stepping stone to start negotiation,
but not a compulsory procedure for trademark right protection. The
trademark registrant or an interested party may directly initiate an ad-
ministrative or judicial remedy procedure against the infringement act
without sending any warning letter.

Warning letter is a quick and convenient self-reliance weapon for the
trademark registrant or an interested party to stop infringement and
safeguard his rights and interests, and can be used to prove the infringer’s
“knowing” intention in other subsequent enforcement proceedings.

The infringer who still continues the infringement after receiving the
warning letter can be confirmed as a malicious or willful infringer once
the infringement is established in other procedures, which may aggravate
his tort liability to a certain extent, and can no longer claim that he or
she is not aware of the goods are infringing when being sued. When the
accused infringer is a seller, according to Article 64 (2) of the Trademark
Law, if the seller does not know that the goods he sells are infringing a
registered trademark and that the goods sold have a legal source, the seller
is not liable for damage compensation as long as he provides the informa-
tion of the goods supplier. If the trademark registrant or interested party
can prove that a warning letter reflecting the infringement information
has been sent to the seller, and the seller continues to sell infringing goods
after receiving the warning letter, the court may presume that the seller
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knows that the goods sold are infringing goods and order him to bear the
liability of damage compensation.

The trademark registrant or interested party shall be well-prepared be-
fore sending out a warning letter. First, it is advised to make sufficient in-
vestigation, analysis and evidence collection of the infringing acts before
sending out the warning letter so as to prepare himself for any counter-
measures of the other party, such as launching declaratory judgment liti-
gation. Second, in the absence of definite evidence or sufficient evaluation,
the trademark registrant or interested party shall be cautious to make any
public statement on trademark infringement in order to prevent being
sued for abuse of rights, unfair competition, infringement of the other
party’s reputation rights, etc. Third, before sending a warning letter or
starting other right-protection procedures, the trademark registrant or
interested party shall evaluate and verify his own trademark rights’ legal
status, for instance, to check the use of his trademark and protection cov-
erage of his trademark registrations, so as to prevent the other party from
taking actions such as filing non-use revocation applications against the
registrant’s trademarks or squatting the registrant’s trademarks after re-

ceiving the warning letter.

(IV) Administrative remedies

The trademark registrant or an interested party may file a complaint with
and request for protection from an administrative authority when encoun-
tering trademark infringement. Such administrative authorities include both
local Administration of Market Regulation and local Customs. However, the
Customs can only handle cases involving imported or exported goods.

The trademark registrant or an interested party may lodge a complaint
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with a local Administration of Market Regulation at or above county level
and request for an investigation and punishment on trademark infringe-
ment. The local Administration of Market Regulation may also conduct ex
officio actions to investigate and deal with trademark infringement.

The Administration of Market Regulation is only responsible for investigat-
ing and stopping trademark infringement in the market, but not for solving
the compensation dispute between the parties. Where a dispute arises in
connection with the amount of damages, the parties may request the Ad-
ministration of Market Regulation to mediate. The agreement reached by
the parties through the mediation is not as enforceable as a court decision.
Where the parties fail to reach an agreement in the mediation or fail to per-
form the mediation agreement, they may bring a lawsuit to the court.

Where the Administration of Market Regulation is of the opinion that the
infringement is established, it shall order the infringing party to imme-
diately cease the infringing acts, and shall confiscate and destroy the in-
fringing goods and instruments mainly used to manufacture the infring-
ing goods or forging the registered trademark. Where the illegal business
revenue is RMB 50,000 yuan or above, a fine up to five times of the illegal
business revenue may be imposed thereon; where there is no illegal busi-
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ness revenue or the illegal business revenue is less than RMB 50,000 yuan,
a fine up to RMB 250,000 yuan may be imposed thereon. If he or she has
committed trademark infringement twice or more within five years or
falls under any other serious circumstances, the infringing party shall be
subject to a heavier punishment.

(1) Measures for Customs protection

Customs protection refers to measures taken by the Customs to investi-
gate, stop and punish trademark infringement acts in the course of im-
porting or exporting goods. There are two ways to start a Customs protec-
tion procedure. One is to start by the trademark registrant or an interested
party. Where a trademark registrant or an interested party finds that sus-
pected infringing goods are to be imported or exported, he may request
the local Customs at the relevant port to detain such goods. The other is to
initiate by the Customs. Where the local Customs finds any imported or
exported goods suspected to infringe upon a registered trademark record-
ed at the Customs, it shall notify the right holder of the registered trade-
mark. Customs recordal of the registered trademark is the prerequisite for
the Customs to take the initiative to start protective measures.

When requesting the Customs to detain the suspected infringing goods,
the trademark registrant or an interested party shall provide the following
information in the application submitted to the Customs and a guarantee
not exceeding the equivalent value of the goods to be detained:

(D The name, registration place or nationality of the right holder;

@ Information related to trademark rights, such as trademark name,
trademark number, designated class, designated goods, etc.,

(3 The names of the consignee and consignor of suspected infringing goods;
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@ The name and specification of suspected infringing goods;

® The port where the suspected infringing goods may be imported or ex-
ported, the time of import or export, means of transport, etc.;

(6 Customs recordal number of the trademark right when involving a
trademark recorded at the Customs.

Where the Customs, after investigation, determines that the suspected in-
fringing goods under detention have infringed upon the trademark right,
it shall confiscate the goods and proceed the case accordingly.

(2) Customs recordal of trademark rights

A trademark registrant may record his trademark rights related informa-
tion with the General Administration of Customs of the People’s Republic
of China (GACC) in accordance with the Regulations of Customs Protec-
tion of Intellectual Property Rights, so that the Customs can conduct ex
officio actions to protect the trademark rights in the process of surveilling
imported and exported goods. Only a goods mark can be recorded. When
applying for the recordal, the registrant shall present a written applica-
tion. The application shall include the following particulars:

(O The name, registration place or nationality, etc. of the right holder;

@ Trademark name, registration number, designated class, designated
goods and other relevant information related to the trademark right;

(3 The status quo relating to licensing of trademark right, if any;

@ The name, origin, Customs at the port of import or export, importer or
exporter, main features and prices, etc. of the goods on which the trade-
mark is lawfully used,;

® The manufacturers, importers and exporters, Customs at the port of
import or export, main features and prices, etc. of the known infringing
goods, if any.
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The advantages of Customs recordal are:

(D Customs recordal is a prerequisite for the Customs to take proactive
protection measures;

(2 Customs recordal is helpful for the Customs to spot infringing goods;

(3 Customs recordal is helpful to reduce the guarantee burden of the right
holder;

@ Customs recordal can have a deterrent effect on the infringer.

A trademark registrant may file an
application for Customs recordal with e
GACC. GACC shall, within 30 working %‘ ﬁ‘ g sl
days from the date of receipt of all the W IV e 1

application documents, make a decision
on whether or not to allow the record-
al and notify the trademark registrant
in writing. The Customs recordal shall

be valid from the date on which GACC e
dn i it ¥ T 2 b B

allows the recordal, and the term of va-

lidity of the recordal shall be 10 years.

Where the term of validity of the re-

corded trademark right is less than 10 years as from the effective date of
recordal, the term of validity of the recordal shall be subject to the term of
validity of the trademark right. Within 6 months before the expiration of
the term of validity, the trademark registrant may file a renewal applica-
tion of recordal with GACC.

(V) Judicial remedies

The trademark registrant or an interested party may bring a civil litiga-
tion action against the trademark infringement to the people’s court, re-
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questing to stop infringement, to eliminate the negative influence and to
compensate for damages.

(1) Subjects who have the right to sue

Generally, trademark registrants, trademark licensees, trademark assign-
ees, legal successors of registered trademark rights, etc., may bring law-
suits against trademark infringement acts.

Trademark licences are divided into three types: exclusive licences, sole
licences and ordinary licences. Different type of licences leads to differ-
ent litigation rights enjoyed by the licensee. The licensee of an exclusive
licence may bring a lawsuit to the people’s court in his own name; the
licensee of a sole licence may sue jointly with the trademark registrant, or
bring a lawsuit in his own name, if the trademark registrant does not sue;
and the licensee of an ordinary licence can only bring a lawsuit under the
authorization of the trademark registrant.

(2) Limitation of action

The trademark registrant or interested party may start civil litigation
for trademark infringement within three years from the date when he
knows or should have known about the infringement.

Where the trademark registrant or interested party brings a lawsuit after
the 3-year term, the action may still proceed if the infringement is still on-
going at the commencement of the lawsuit but the amount of damages for
infringement shall be calculated for three years only backward from the
date when the lawsuit is started.

(3) Preservation measures
The types of preservation measures include: evidence preservation, act
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preservation and property preservation.

(D Evidence preservation

In the case that the evidence may be lost or difficult to obtain in the future,
the trademark registrant or the interested party may apply to the people’s
court for preservation of evidence during the lawsuit, and the court may
also actively take preservation measures. If the situation is urgent, the
trademark registrant or the interested party may also apply to the compe-
tent people’s court before bringing a lawsuit. Where the preservation of
evidence may cause damages to others, the court may order the applicant
to provide corresponding guarantees. If damages are caused to others due
to wrong preservation, the applicant shall make a compensation. One ex-
ample of the evidence to be preserved is the account books of the other
party with the reason that the evidence is in the hands of the other party
and may be lost. The court will decide whether or not to approve the ap-
plication based on the specific circumstances.

@ Act preservation

The act preservation measure is equivalent to “preliminary injunction” ap-
plied in some other jurisdictions.

The act preservation may be started at the request of the litigating party
or as an ex officio action by the court where necessary.

The application for act preservation can be made before or during the liti-
gation and the applicant shall submit necessary evidence to prove the fol-
lowing factors: a) the alleged infringing act is ongoing or shall soon occur;
b) the likelihood of success of the plaintiff in the litigation; c) the alleged
infringement will cause irreparable damages.

In addition, the applicant shall provide a corresponding guarantee. Where
the people’s court takes act preservation measures ex officio, it may deter-
mine whether the parties need to provide guarantees or not according to
the specific circumstances. Where the preservation is wrong, the appli-
cant shall compensate the party(ies) to which damages are caused due to
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the preservation.

(3 Property preservation

In order to ensure to receive sufficient damage compensation after win-
ning the lawsuit, the trademark registrant or the interested party may
request the court to conduct property preservation measures such as seal-
ing-up, detainment and freezing the property or bank account of the al-
leged infringer before or during the lawsuit. A guarantee shall be provid-
ed for the application of property preservation. Where the preservation is
wrong, the applicant for property preservation shall compensate the other
party for the damages caused by the wrong preservation.

(4) Jurisdiction

The civil litigation of trademark infringement shall be under the juris-
diction of the court at the place of infringement or at the domicile of the
defendant.

A trademark infringement litigation case normally shall start at a basic
people’s court authorized by the Supreme People’s Court. If the amount
of damage claim reaches the jurisdiction standard of an intermediate
people’s court, the case shall start at an intermediate people’s court. Cases
concerning infringement of a well-known trademark shall be under the
jurisdiction of an intellectual property court or an intermediate people’s
court (if there is no intellectual property court).

(5) Civil liabilities

For trademark infringement, the trademark registrant or the interested
party has the right to request the infringer to bear the civil liabilities of
ceasing the infringement, eliminating negative influence and compen-
sating damages. For bad-faith infringement under serious circumstances,
punitive damages can be imposed.
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There are four methods to calculate the amount of damages for trademark
infringement:

@ the actual loss suffered by the right holder as a result of the infringe-
ment;

@) the profit gained by the infringer as a result of the infringement;

(3 the reasonable multiples of the trademark licence royalties;

@ statutory damage compensation up to RMB 5 million yuan.

The choice of the calculation methods must follow the above sequence
and only when the previous method fails, the following method may

apply.

Where an infringer maliciously infringes upon another party’s trade-
mark and falls under serious circumstances, the amount of damages may
be determined as no less than one time but no more than five times of the
amount that is determined according to the aforesaid methods @ to ® .
The amount of damages shall cover the reasonable expenses paid by the
right holder for stopping the infringing act.

Where a crime is committed in a trademark infringement, the infring-
er shall, in addition to the civil liability, be subject to criminal liability in
accordance with the law. Acts of infringement upon a registered goods
trademark or a registered service trademark could both constitute a crime,
and the infringer may be sentenced to fixed-term imprisonment of up to
ten years, plus a fine.

Trademark crime cases are investigated by the public security authority,
and a criminal litigation is initiated by the procuratorate to the people’s
court; and where the conditions for a private prosecution are satisfied, the
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right holder may also bring a private prosecution to the people’s court.

(1) Trademark crimes

Article 67 of the Trademark Law stipulates three kinds of criminal acts
that shall be prosecuted for criminal liability.

(D Where a person, without permission of the owner of a registered trade-
mark, uses a trademark that is identical with the registered trademark on
the same goods or services, which constitutes a crime, he shall, in addition
to compensating losses caused by the infringer, bear criminal responsibili-
ty in accordance with law;

(2 Where a person sells counterfeiting goods knowingly, which consti-
tutes a crime, he shall, in addition to compensating losses caused by the
infringement, bear criminal responsibility in accordance with law;

(3 Where a person forges or makes, without permission, the representa-
tions of another person’s registered trademark or sells such representa-
tions, which constitutes a crime, he shall, in addition to compensating the
losses caused by the infringer, bear criminal responsibility in accordance
with law.

The above three kinds of criminal acts correspond to the following crimes
prescribed in the Criminal Law of the People’s Republic of China:

@O “Crime of counterfeiting a
registered trademark” under
Article 213 of the Criminal Law:

using, with serious circum-

il -
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stances, a trademark which
is identical with a registered
trademark on the same goods/

=

%
|

services without permission
from the trademark registrant;
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@ “Crime of selling counterfeiting goods” under Article 214 of the Crimi-
nal Law: knowingly selling counterfeiting goods with relatively large or
huge amount of sales or other serious circumstances;

3 “Crime of illegally manufacturing representations of a registered trade-
mark or selling such representations” under Article 215 of the Criminal
Law: forging or manufacturing, without authorization, representations
of another person’s registered trademarks or selling such representations

with serious circumstances.

(2) Identification of “the same goods” in the “counterfeiting crime”

Both goods with the same name and goods with different names but re-
ferring to the same thing can be identified as “the same goods” under Arti-
cle 213 of the Criminal Law.

The “name” usually refers to goods name specified in the International
Classification of Goods and Services for Trademark Registration. “Goods
with different names but referring to the same thing” refers to goods that
are the same or basically the same in functions, uses, main raw materials,
consumption objects, sales channels, etc., and are generally considered by
the relevant public to be the same thing.

To identify “the same goods”, a comparison shall be made between the
goods approved for the registered trademark and the goods actually man-

ufactured and sold by the alleged infringer.

(3) Identification of “identical trademark” in the “counterfeiting crime”

A trademark with any of the following circumstances can be identified as
“atrademark identical with the registered trademark”™:

(D The trademark is exactly identical with the registered trademark;

@ The font, letter case or horizontal and vertical arrangement of the reg-
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istered trademark is changed, but there is basically no difference from the
registered trademark;

(3 The spacing between words, letters or numerals of the registered trade-
mark is changed, but there is basically no difference from the registered
trademark;

@ The color of the registered trademark is changed without affecting the
distinctive characters of the registered trademark;

® Just common name, model and other non-distinctive elements are add-
ed to the registered trademark and the distinctive characters of the regis-
tered trademark are not affected ;

® There is basically no difference from the three-dimensional sign and
plane elements of the three-dimensional registered trademark;

(@ Trademarks in other circumstances that are basically identical with the
registered trademark and will mislead the public.

(4) Jurisdiction
Investigation in a trademark criminal case is normally conducted by the
public security authority at the place where the crime is committed and,
when necessary, at the domicile of the criminal suspect.
If there is need to arrest the suspect or to examine and prosecute, the case
shall be accepted and proceeded by the people’s procuratorate and the
people’s court of the same level as the public security authority conduct-

ing the investigation.

(5) Criminal liabilities

Criminal liabilities for the “counterfeiting crime”: if the circumstances are
serious, the infringer shall be sentenced to fixed-term imprisonment of no
more than 3 years and shall also, or shall only, be fined; if the circumstanc-
es are especially serious, the infringer shall be sentenced to fixed-term
imprisonment of no less than 3 years but no more than 10 years and shall
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also be fined.

Criminal liabilities for the “crime of selling counterfeiting goods”: if the
amount of sales is relatively large or there are other serious circumstances,
the infringer shall be sentenced to fixed-term imprisonment of no more
than three years, and shall also, or shall only, be fined; if the amount of
sales is huge or there are other especially serious circumstances, the in-
fringer shall be sentenced to fixed-term imprisonment of no less than
three years but no more than ten years and shall also be fined.

Criminal liabilities for the “crime of illegally manufacturing represen-
tations of a registered trademark or selling such representations”: if the
circumstances are serious, the infringer shall be sentenced to fixed-term
imprisonment of no more than 3 years and shall also, or shall only, be
fined; if the circumstances are especially serious, the infringer shall be
sentenced to fixed-term imprisonment of no less than 3 years but no more
than 10 years and shall also be fined.

(VI) Comparison between administrative remedies and judicial
remedies for trademark rights

Administrative Remedies Judicial Remedies
Protection from
Administration | Protection from Civil Litieation Criminal
of Market the Customs 18 Litigation
Regulation
Any trademark Trademark Any trademark Any trademark
infringing acts infringing acts infringing acts infringing acts
Applicable acts| in the Chinese for importingor | inthe Chinese committing a
market exporting goods | market crime in the
Chinese market
Both goods Goods trade- Both goods Both goods
Protected trademarksand | marksonly trademarksand | trademarksand
objects service trade- service trade- service trade-
marks marks marks
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Administrative Remedies Judicial Remedies
Protection from
Administration | Protection from Civil Litigation Criminal
of Market the Customs g Litigation
Regulation
Local Adminis- Local Customs Local basic or 1. Investigation:
trations of Mar- at the port of intermediate the public secu-
ket Regulation at | import or export | people's courts rity authority at
or above county | of the suspected | atthe place of the place where
level at the place | infringing goods | infringementor | thecrimeis
of infringement at the domicile of | committed or at
the defendant the domicile of
the defendant, as
appropriate;
Jurisdiction 2. Public pros-
ecution and
trial: the people's
procuratorate
and people's court
of the same level
as the public se-
curity authority
conducting the
investigation
-cessation of -cessation of -cessation of -fixed-term im-
infringing acts; infringing acts; infringing acts; prisonment;
-confiscation and | -confiscation of -elimination -payment of
Main legal destruction of infringing goods. | of negative fines.
liabilities infringing goods effects;-payment
and manufactur- of damages.
ing tools;-pay-
ment of fines.
Advantages: Advantages: Advantages: Advantages:
The procedureis | The procedureis | A judicial deci- A judicial
simple and fast, simple and fast, sion is final and decision is final
and hasobvious | and hasobvious | canrender civil and effectively
advantagesin advantagesin damages. deters trademark
preventing con- | preventingcon- | Disadvantages: crimes.
tinued infringing | tinued infringing | The procedureis | Disadvantages:
acts. acts. more complicat- | Thereare
Advantages | Disadvantages: Disadvantages: ed, and the plain- | relatively high
and An administra- An administra- tiff hastobeara | threshold to
Disadvantages | tive decision is tive decision is heavy burden of | meetin order to
not final and not final and proof. get a criminal
cannot impose cannot impose case accepted.
damagesonthe | damagesonthe
infringer. infringer; in ad-

dition, it can only
be taken against
imported or
exported goods.
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Chapter VIII:
Practical Tips for Trademark Protection in China

(I) Online trademark data search system

1. The public can search information of trademark applications and reg-
istrations, trademark publication and acceptable goods/services items
through “Trademark Online Search System” of the Trademark Office of
CNIPA (URL: http://sbj.cnipa.gov.cn/sbj/sbcx/). CNIPA makes great efforts
to update the information timely but the search system's data is not for
real-time update and there may be a time lag. The information provided
through search is only for reference without legal effect.

N WCIS SBICNIPAGOV.CN glsh BN MBS : (2022406511E)
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] BRAEAR

Lt BIEAEN

BiEkSAN BIFALEE

aaaaaaaaaaaaaaa

2. The public can search the trademark review and adjudication decisions
made by CNIPA through the "Trademark Review/Adjudication Decision
Documents search System” of the Trademark Office of CNIPA (URL: http://
wsgs.sbj.cnipa.gov.cn:2080/tmpu/pingshen/getMain.html). It should be
noted that the documents provided in this column are only for reference
without legal effect.
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3. The public can search for the trademark opposition decisions made by
CNIPA through the “Trademark Opposition Decision Documents Search
System” of the Trademark Office of CNIPA (URL: http://wsgs.sbj.cnipa.
gov.cn:9080/tmpu/yycw/getMain.html). It should be noted that the docu-
ments provided in this column are only for reference without legal effect.
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(IT) Current official fee schedule for trademark matters in China

.. Paper filing (CNY) Electronic filing (CNY)
Sestanhon (per trademark per class) | (per trademark per class)
300 270
.. (If the goods/service (If the goods/service
fepli)slg:ggﬂ for trademark items exceed 10 in one items exceed 10 in one
g class, CNY 30 peritemis | class, CNY 27 per item is
charged.) charged)-

Re-issuance of trademark 500 450

registration certificate

Application of trademark 500 450

assignment/transfer

Trademark renewal 500 450

Trademark renewal in grace

period (additional charge) 20 225

Modification application 150 Nil

Issuance of certified copy of 50 45

registration

Application for collective 1500 1350

trademark registration

Application for certification 1500 1350

trademark registration

Opposition 500 450

Application for revocation of 500 450

aregistered trademark

Recordal of a trademark 150 135

licence

Review of trademark refusal 750 675

Review of trademark 750 n/a

non-approval

Review of invalidation (ex offi- 750 n/a

cio) of trademark registration

Invalidation of trademark 750 675

registration upon request

Review of trademark revoca- 750 n/a

tion
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(III) Strategic suggestions on trademark protection in China

The trademark registrant shall always pay attention to whether the mark
and goods in actual use are completely consistent with the trademark
particulars approved for registration. If the actual use exceeds the scope
of the approved goods/services of the trademark registration or modifies
the trademark reproduction, a new application for trademark registration

shall be filed in time to avoid the risk of infringing use or illegal use.

In order to maintain the exclusive right of registered trademarks and prevent le-
gal risks, trademark registrants need to regulate the use of registered trademarks.
Generally speaking, the registrant should pay attention to the following points:

(1) Principle of strict consistency: In principle, the mark used as a registered
trademark in commercial activities should be strictly consistent with the
trademark reproduction contained in its trademark registration certificate.

(2) Exception of slight variations: the actual use, where the mark used is of
slight variation from the approved registered trademark but the distinc-
tive character of the trademark has not changed, can be regarded as the
use of the registered trademark.

(3) Scope of the approved goods: After a trademark is approved for registra-
tion, the actual use as the registered trademark cannot exceed the scope of
the approved goods/services.

(4) Change of trademark registrant’s name/address: Where trademark reg-
istrant's name and address have changed, it shall file modification applica-
tion with CNIPA in time according to the law.

(5) Appropriate use of trademark registration sign: A registered trademark
can be used in commerce with the sign of “ JE/ 47 ” or “®” or “” on the
goods, packaging, instructions and other attachments. Before being ap-
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proved for registration, such signs cannot be used.

(6) Prohibition of well-known publicity: No matter whether the trademark
has been recognized as a well-known trademark, no one is allowed to use the
wording of "well-known trademark" on goods, packaging or containers, or to
use it in advertising, exhibitions and other commercial activities; otherwise,
they will be ordered to make corrections and be fined RMB 100,000 yuan.

In order to prevent the risk of trademark revocation filed by others with
the reason of non-use for over three consecutive years, the trademark
registrant are advised to generate and preserve evidence of trademark use
in China in advance.

An enterprise is advised to build a comprehensive trademark monitor sys-
tem according to different needs, including but not limited to:

(1) Monitoring its own trademarks: The enterprise shall establish a trade-
mark management system, keeping a complete list of trademarks, surveil-
ling the registration and use of its trademarks, and especially watching the
renewal deadlines for its registered trademarks.

(2) Monitoring others' trademarks: By monitoring others’ trademarKks, it
can take timely actions to start procedures when needed such as trade-
mark opposition or invalidation or three-year non-use revocation to
better protect its own trademark rights. In addition, it is helpful for the en-
terprise to gain the latest business information of competitors in time by
watching competitors' trademarks.

(3) Monitoring infringing acts in the market: There is a high incidence of trade-
mark infringement in the field of e-commerce. The monitoring of trademark
use acts on major E-commerce platforms can find infringement clues in time
and eliminate hidden dangers of infringement as soon as possible.
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Chapter IX:
Communication with CNIPA
(contacts and services)

International Cooperation Department of CNIPA

Contact address: No. 6 Xitucheng Road, Jimengiao, Haidian District,
Beijing, China

Postal Code: 100088

Phone number: +86-10-62083114

The main responsibilities of the International Cooperation Department of
CNIPA:

1. To carry out the planning and coordination of foreign-related intellec-
tual property matters and organize the participation in the negotiation of
treaties and agreements on intellectual property rights.

2. To organize and coordinate relevant departments to contact with WIPO
and other international (overseas) intellectual property organizations.

3. To be responsible for international cooperation and exchange activities
for patents, trademarks and geographical indications, as well as foreign
affairs of CNIPA.

In addition, the National Intellectual Property Public Service Network
(trial version, URL: http://ggfw.cnipa.gov.cn:8010/PatentCMS_Center/) has
been put into use for inquiry.
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